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DETAILED ACTION 



1. This action is responsive to communications: Amendment filed 06/01/2005 to the 
original application filed 07/30/2001. 

2. Claims 1-30 are currently pending in this application. Claims 1,11, and 21 are 
independent claims. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



4. Claims 1-3, 7-8, 10-13,17-18, 20-23, 27-28, and 30 are rejected under 35 U.S.C. 103(a) 
as being Lewis et al. (U.S. 6,61 1,802, filed 06/1999) in view of Muranaga et al. (U.S. 
5,671,4298, issued 09/1997). 
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As to claims 1, 11, and 21: 

Lewis teaches (see the Abstract) a method, a computer program product, and a system 
that enable one to give feedback (e.g., highlighting each the word in the electronic 
document corresponding to the marked textual error marked in the marking) on an 
electronic writing (e.g., an electronic document) created with a word processing software 
by another seeking the feedback and wherein the writing being displayable using the 
software on a video display of a computer system (e.g., displaying an explanation for 
each marked textual error in a user interface... suggesting a recommended change to the 
marked textual error; displaying the recommended change in the user interface), the 
method comprising the steps of: 

• developing a set of editorial markings that are insertable into the writing {e.g., fig. 
3E shows a set of editorial markings 27. The editorial markings 27 can be 
selected to add/remove from the grammar rules control interface 9. For example, 
when "Run-on sentence " is selected, a run-on sentence problem in the writing 
will be detected. As shown in fig. 3G, a run-on sentence in the writing is detected 
and the change to correct the sentence is suggested); 

• selecting from the set of editorial markings a marking to be inserted into the 
writing (e.g., selecting proofreading criteria for identifying textual errors 
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contained in the electronic document; col.2, lines 16-28 & col.3, lines 1-19; see 
also fig. 3E and the associated text);and 

• inserting the marking (e.g., marking textual errors) into the electronic writing 
(e.g., in an electronic document) so as to create a version (e.g., the document 
created after "textual errors " were marked) of said electronic writing that has 
inserted into said version at least of said insertable editorial markings (see the 
discussion beginning at colli, line 3). 

Lewis, however, does not specifically teach the saving step as claimed. 

Muranaga teaches the saving step (e.g., the document data including the relation between 
the "Document" structure unit and the "Comment" structure unit,.. are stored into the 
document database 4; see the discussion beginning at coll 2, line 66). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Muranaga with Lewis because Muranaga' s 
teaching would have provided data managing means for retrieving and storing document 
data in which the document in the new and old versions, the comment attached to the 
document, and version data indicating a modification made in the document between the 
new version and the old version are linked together. 
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As to claims 2, 12, and 22: 

Lewis teaches compiling summary statistics for the saved markings that communicate 
information pertaining to the use of the markings in the writing (col. 3, lines 20-28 & see 
fig.3G). 



As to claims 3, 13, and 23: 

Lewis teaches filtering the inserted markings so that only a specified portion of such 
markings remain in the writing when it is returned to its writer (col 11, line 55-coL12, 
line 7). 



As to claims 7, 17, and 27: 

Lewis teaches chosen from, among other things, the group consisting of capitalization 
(e.g., capitalization; coll, lines 40-52). 



As to claims 8, 18, and 28: 

Lewis teaches the compiled summary statistics communicate information selected from, 
among other things, specified skills that the writer would need to focus upon in order to 
improve the writer's writing skills writer (see the Abstract). 
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As to claims 10, 20, and 30: 

Lewis teaches the inserted marking having an associated editorial comment that is 
insertable in the writing (col 3, lines 1-65 and see figJG). 



5. Claims 4-6, 9, 14-16, 19, 24-26, and 29 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Lewis et al. in view of Muranaga as applied to independent claims 1, 
1 1, and 21 above and further in view of Driscoll et al. (U.S. 5,987,302 - issued 1 1/1999). 



As to claims 4-6, 14-16, and 24-26: 

The combination of Lewis and Muranaga does not explicitly teach "hyperlinking the 
inserted marking to a website that exists on a network of linked computers" 

Driscoll teaches hyperlinking the inserted marking to a website that exists on a network 
of linked computers (col.3, lines 8-10; colJ, lines 34-54; col.9 t line 23-collO, line 14 
and see figs. 7-1 7). 



It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Driscoll with Lewis as modified by Muranaga because it 
would have offered students the opportunity to prepare practice essays, submit the essays 
to trained, expert readers, and retrieve an evaluation at the student's convenience. 
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As to claims 9, 19, and 29: 

The combination of Lewis and Muranaga does not specifically teach "the website having 
information chosen from the group consisting of detailed explanations of the markings 
and exercises that one can undertake in order to strengthen those writing skills which are 
denoted by the inserted markings as representing areas in which the writer needs 
improvement." 

Driscoll teaches the website having information chosen from the group consisting of 
detailed explanations of the markings and exercises that one can undertake in order to 
strengthen those writing skills which are denoted by the inserted markings as representing 
areas in which the writer needs improvement (col4, lines 47-65/ col. 6, line 50 - col 7, 
line 1). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Driscoll with Lewis as modified by Muranaga because it 
would have provided useful instructional feedback to students about their skills relative to 
the assessment. 



Response to Arguments 
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6. Applicants' arguments filed 06/01/2005 have been fully considered but they are not 
persuasive. 

a. Applicant argues in substance that Lewis does not have any intention to create "a 
new version of a student 's electronic writing which has inserted into it editorial 
markings which can give the student the instruction feedback on the quality of the 
student's original electronic writing" [Remarks, page 4], 

In response, Lewis teaches a new version (e.g., the document created after 
"textual errors'' were marked) of a student's electronic writing (e.g., in an 
electronic document) which has inserted into it editorial markings (e.g., marking 
textual errors) which can give the student (e.g., a person who is "reviewing each 
the marked textual error") the instruction feedback on the quality of the student's 
original electronic writing (see the Abstract and the discussion beginning at 
colli, line 3). 

b. Applicant argues that Lewis does not teach "a set of insertable editorial markings" 
[Remarks, page 4]. 



In response, Lewis teaches a set of insertable editorial markings (e.g., fig. 3E 
shows a set of editorial markings in which each of editorial markings 27 could be 
selected and inserted or removed form the markings). 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Domini et al. U.S. Patent No. 6,085,206 Issued: Jul. 4, 2000 

Hanson U.S. Patent No. 6,457,03 1 Issued: Sep. 24, 2002 

New Word Order "The Attack of the Incredible Grading Machine", by Clive 
Thompson, Lingua Franca- July/ August 1999, pp. 1-25. 

Contact information 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maikhanh Nguyen whose telephone number is (571) 272- 
4093. The examiner can normally be reached on Monday - Friday from 9:00am - 5:30 
pm. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached at (571) 272-4136. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 



Center (EBC) at 866-217-9197 (toll-free). 
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